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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claim 24 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

According to applicant's detailed specification, one can only ascertain the claimed 
"computer program product" as nothing more than a carrier wave for transporting 
multimedia message (MM). Hence, claim 24 is non-statutory. A carrier wave encoded 
with functional descriptive material (i.e., a computer program product) does not fall 
within the categories of a process, machine, manufacture, or composition of matter as 
setforthin35USC101. 
Interim Guidelines, Annex IV (c) states: 

(c) Electro-Magnetic Signals 

Claims that recite nothing but the physical characteristics of a form of energy, such as a 
frequency, voltage, or the strength of a magnetic field, define energy or magnetism, per se, and 
as such are nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 1 12-14. Moreover, 
it does not appear that a claim reciting a signal encoded with functional descriptive 
material falls within any of the categories of patentable subject matter set forth in $ 101. 

First, a claimed signal is clearly not a "process" under § 101 because it is not a series of 
steps. The other three § 101 classes of machine, compositions of matter and manufactures "relate 
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to structural entities and can be grouped as 'product 1 claims in order to contrast them with process 
claims. 11 1 D. Chisum, Patents § 1.02 (1994). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 12-24 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Mostafa, WO 02/43414 (prior art was submitted by applicant in IDS of 12-3-04). 

Re claim 12, Mostafa discloses a method for transmitting data in a 
communication system (page 1, line 5-7, "In mobile communications networks, the term 
Multimedia Messaging Service (MMS) is commonly used to describe a new approach 
for transmitting messages having multimedia content" ), wherein the data is at least one 
of text data and image data with or without sound and includes individual data elements 
that are coded to standards which may be different (page 4, line 10-13, "A ,, stream"can 
be, for example, a flow of data typically enabling the recipient to present some 
continuous data such as motion pictures (i. e. video), voice or music. In a typical video 
stream, some 10 to 20 video frames are transmitted per second" ), the method 
comprising: performing at least one of a data type and a data format conversion in 
accordance with a profile of a receiver of the data; and updating a link, after the 
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conversion, to maintain a validity of the link in the data between the different data 
elements (page 7. line 17-paqe 8, line 3, "Preferably, the media content comprises a set 
of different types of components and each component may be formatted in one or more 
formats. Preferably, the method further comprises the following steps before said 
providing of the media content: checking the format of at least one component of the 
received media content: determining by using the recipient data whether the format is 
appropriate for said at least one addressed recipient: and if necessary, translating the 
component into a format appropriate for said at least one addressed recipient. 
Advantageously, the media content is translated if necessary into an appropriate format, 
so that typically no regeneration or conversion of the media content is reguired at the 
sending entity. Thus, retransmission of the content from the sending entity can also be 
avoided. This feature has the advantage of saving data transmission resources in the 
communication system, as the media content need not be retransmitted and received 
again at said network entity" ). See also page 20. Para 2 . 

Re claim 13, A method for transmitting data in a communication system as 
claimed in claim 12, wherein the conversion is performed at a provider of the receiver 
(page 7. line 30-page 8. line 5. "Advantageously, the media content is translated if 
necessary into an appropriate format, so that typically no regeneration or conversion of 
the media content is reguired at the sending entity. Thus, retransmission of the content 
from the sending entity can also be avoided" ). 

Re claim 14, A method for transmitting data in a communication system as 
claimed in claim 12, further comprising verifying the link in the data between different 
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data elements (page 13, line 1-8. "accessing a database comprising recipient data 
describing multimedia reception capabilities and/or reception preferences for the at least 
one addressed recipient; notification means for forming, in accordance with said 
recipient data, a notification message containing information that said media content is 
available to be streamed to said at least one addressed recipient: and outputting means 
for outputting the notification message for transmission to said at least one addressed 
recipient" ). 

Re claim 15, A method for transmitting data in a communication system as 
claimed in claim 12, further comprising preparing the data for transmission as a plurality 
of data packets containing a header to transport organization information and a body to 
transmit appropriate payload information as the data elements ( page 18, line 22-page 
19, line 3, "Since the media content contained in a particular multimedia message is 
stored in MMS server B and the storing operation is performed via MMS relay B. MMS 
relay B has access to information describing the media content which, for example, was 
encapsulated with the multimedia message sent from MMS user agent A. MMS relay B 
is also aware of the properties and behavior of MMSE B as. according to currently 
agreed recommendations covering the implementation of the multimedia messaging 
service in 3rd generation networks. MMS relay B is considered to be the control point 
for MMSE B. This also means that MMS relay B has access to information describing 
the configuration and capabilities of MMS user Agent B. which, as described in 
connection with Figure 1. is stored in a database linked to the relay. MMS relay B is 
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further aware of its own capabilities to convert between different media types and/or 
formats. 

Re claim 16, A method for transmitting data in a communication system as 
claimed in claim 12, wherein the data is transmitted as a multimedia message in a 
Multimedia Messaging Service (page 16 t line 29-30. " when initiating the communication 
of a multimedia message to MMS (multimedia messaging service) user agent B. MMS 
user agent A first selects the media content to be transmitted"). 

Re claim 17, A method for transmitting data in a communication system as 
claimed in claim 16, wherein the data is transmitted on a WAP-enabled mobile phone 
(page 2, line 12-22. "The MMS relay is also shown to be linked with two mobile 
telecommunication networks. The different telecommunication networks may, for 
example, have different operators, different geographical locations or coverage areas 
and/or differ in terms of their technical characteristics. For example, they may belong to 
different technical generations such as GSM and UMTS (WAP-capable mobile 
phone)"). 

Re claim 18-23, which claim the same subject matter as recited in claim 12-17. 
Therefore, claim 18-23 has been analyzed and rejected with respect to claim 12-17. 

Re claim 24, A computer program product having a computer-readable storage 
medium on which a program is stored which, upon loading on in a memory of a 
computer, enables the computer, as part of a data transmission in a communication 
system, to receive data from a subscriber of the communication system (page 13, line 
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25-page15, line 9, " wherein the data is at least one of text data and image data with or 
without sound and includes individual data elements that are coded to standards which 
may be different, to perform at least one of a data type and a data format conversion in 
accordance with a profile of a further subscriber of the communication system to receive 
the data, and to update a link, after the conversion, to maintain a validity of the link in 
the data between different data elements prior to the data being sent to the further 
subscriber( paqe 13. line 25-paqe15. line 9. "According to a fourth aspect of the 
invention, a computer program is provided for controlling a network entity, comprising: 
computer code for causing the network entity to receive media content from a sending 
entity and addressed to at least one recipient: computer code for causing the network 
entity to access a database comprising recipient data describing multimedia reception 
capabilities and/or reception preferences for the at least one addressed recipient: 
computer code for causing the network entity to form, in accordance with said recipient 
data, a notification message containing information that said media content is available 
to be streamed to said at least one addressed recipient: and computer code for causing 
the network entity to output the notification message for transmission to said at least 
one addressed recipient" ). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nurul M. Matin whose telephone number is 571-270- 
1 188. The examiner can normally be reached on mon-fri (7:30-5:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vu Le can be reached on 571-272-7332. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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